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PiiLent Application 
U.S. Application No.: 10/022.438 
Attorney Docket No.: 52493.000230 

REMARKS 

The Office Action dated November 2, 2006, has been received and carefully considered. 
By this Amendment, elaims 1-6, 9-17, 20-26 are pending, claims 3, 6, 17 iiiid 24 are amended, 
and claims 25 and 26 arc added. No new matter has bc^in entered by this Amendment. Support 
for the added claim.s may be found on page 1 1 and 12, for example. Claim.<i 25 and 26 are added 
to recite further novel fciiturcN of the invention. 

Reconsideration of the outstanding rejections in the present application is respectfully 
requested based on the following remarks. 

T. THR INDICATION OF ALLOWABTJR SUBJECl MATTER 

In the Office Action, claim 21 is objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the limitations of 
llic base claim and any intervening claims. Applicant appreciates the indication of allowable 
subject matter in the Office Action. In view of the arguments set forth below regarding claim 1, 
from which claim 21 depends, such claim 21 has not at this lime been placed into independent 
form. 

n. THE INDEF1N1TJ£N£SS REJECTTON OF CLAIMS 6 AND 17 

On page 2 of the Office Action, claims 6 and 17 wei-c rejected under 35 U.S.C. § 1 12, 

scCH)nd paragraph, as being indefinite for failing to particularly point out and distinctly claim the 

subject matter due to a lack of anteeedenl basest 

Applicant respectfully submits that the amendments to the claims have overcome this 

rejection. 
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I[i view ofllK Ibrcyoing^ il is re&peclfully requested that the aforementioned 

indeFinileness rcjcciion of claims 6 and 17 be withdrawn. 

TIT. Tire 35 U.S.C. $102 REJECTION BASED ON BARTON 

Jn the Office Action, claims 1-6, 9-17, 20, and 22 arc rejected under 35 U.S.C. 102(e) as 

being anticipated by Barton et aJ. (U.S. 2002/0059093), hercinaAer "Barton/^ This rejection is 

respectfully traversed. 

In paragraph 7, the Office Action :4eis fortl^ the basis of the rejection as to claim 1. The 

Office Action asserts thai 

"As per claim 1, Barton reaches a method for use in compliance management, 
comprising: presenting, via a computer network, at least one user with a .series of 
questions relating to at least one business category (See figure 1 1 , paragraphs 00 1.0, 
0012-4, 0049, 0051, wherein questions are presenled via the network concerning 
compliance risk); soliciting, via the computer network, a responi^e from the at least one 
user for each question presented (See paragraphs 0010,0012-4,0049,0051,0060, wherein 
the questions arc answered); determining a detection index based on the number of 
responses lo each of the series of questions (See paragraphs 008 1 and 0084. whcniin 
detection is determined); determining an occurrence index based On the potential 
consequence of non-eompliynce (See paragraphs 0007> 0081, and 0084, wherein 
occurrence index is determined); determining a standard severity risk index based on the 
expected severity of noncompliance (See paragraphs 0068, 0072-3, 0075, 0081, 0084, 
wherein severity indexes are considered); and prioritizing, via the computer network, the 
at least one business category based on the at least one user's responses and at least one 
total risk score comprising the product of the detection, occunrcnce, and standard severity 
risk indices (See paragraphs 0081, 0084-7, wiiercin a risk scDre is calculated based on 
these factors. See also paragraphs 0068-9, 0072, 0081 ,0090- 1 , where risk prioritization 
numbers are generated to determine the order to handle the risk areas of the business)". 
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Applicant rcsptictrully subrniis thtit Barton fails to teach each and every feature of claim 
. K Ak set forth in th& listing of claims above, claim I is directed to a method tor use in 
compliance maiiagemciil. Features of the claimed method are set forth in the listing of claims.. 
In particular, claim 1 recites the feature of "determining an occurrence index based on the 
poieniial conse.quence of non-compliance'' (emphasis added). As such, the occurrence index of 
claim 1 factoi*s in the potential consequence of non-cornpiiance ocx;urring. Applicant submits 
thai Banon fails to teach such specifics. 

As noted above, the Office Aciion asserts that Barton teaches determining an occurrence 
index based on the potential consequence of non-compliance (See paragraphs 0007, 0081, and 
0084, wherein occurrence index is determined)* Applicant respectfully disagrees. 

Paragraph 0084 of Barton teaches: 

[0084] Severity rating, occurrence and detection factor.<! previously assigned 212 
(shown in FTG. 14), also are part of FMEA matrix 230. In one embodiment, the severity- 
rating for the QFD matrix during prioritization of the risk is entered into a severity rating 
column 246 in FMEA matrix 230» Then, the values for occurrence and detection are 
calculated using any standard rating systcju. in one embodiment, the standard rating 
sy.stem includes values from one to ten. An occurrence factor mtccisur^:! the likelihood of 
occurrence of non-compliance. The likelihood of occt4rrence measures the frequency of 
non-contpliance in (he process with a value of one indicating a remote liheliliood up to a 
value often representing that failure is assured. The ability to detect (detection) uses a 
similar numerical scheme with a value of one meaning thai if there is noncompliance, the 
potential failure will be found or prevented to a value of ten repnsscnting absolute 
certainty that current controls will not detect potential failures or there are no controls in 
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place. The severity rating, occurrence and detection factors are then entered into the 
FM£A matrix 230 under a severity column 24(3, an occun^ncc tx)lumn 248, and a 
deiecliun Tacior coJurnn 250 respectively* (Emphasis added) 

In particular, Applicant notes that Burton teuches that, "an occurrence factor measures the 
likelihood of occurrence of non-compliance/' Barton further states "the likelihood of occurrence 
measures the frequency of non-compliance in the process." Tluis^ the occurrence factor of 
Barton is concerned with whether hon-compliancc is likely lo occur and not the potential 
vvmequence of when a non-compliance occurs. Such teachings of Barton, as well as the other 
disclosure of Barton, fail to teach the specillcs of claim 1 as set forth above. In particular. 
Barton fails to teach the feature of "determining an occurrence index based on the polcniial 
consequence of non-compliance" (emphasis added)* 

Additionally, in paragraph 1.0 of the Office Action (the 'Kcspunse to Argument*;*'), with 
regards to claim 1, the Office Action concludes **therefore, the recitation of 'potential 
consequences of noncompliance' requires that the determined index is lounded on or considers 
Lhc fact that consequences of non-compliance occur, but does not impart the requirement of a 
specific type of detemiination lo (x:cur" (emphasis added). 

Applicant respectfully submits such assertions arc unsupponable. The "dcLermining an 
occuiTcnce index" clause of claim 1 clearly imparts a particular type of determination. Thus, the 
assertion in the Office Action, that a particular type of determination is not conveyed by the 
claim language, is simply not supportable. 

Further, such assertion in the Office Action appears to reflect chat the '^determining an 
occurrence index*' clau.se of claim I only requires that consequences of non-compliance occur, 
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whicli Ls of course generally ihe case. Such a read on claim 1 leaves portions of the claim 
lariijuage meariingle.s.s\ which is of course inappropriate. That is, claim 1 recites basing the 
occurrence index on the potential consequence Of non-compiiance, i.e., there is manipulation 
based on the potential consequence of non-compliance. Claim 1 does not n^erely recite that the 
occunriicc index is based on whether or not consequences occur (such interpretation being 
reflective of the assertions in the OlTice Action). 

In other words. Applicant submits that claim I sets forth a particular parameter, the 
"potential consequences of non-compliance." Claim I then uses such parameter in the 
determination of an occurrence index. Barton simply dotjs not teach such features and thus fails 
to support the rejection under 35 U,S,C. 1 02. 

For at least the reasons set furth above. Applicant submits that claim 1 defines patentable 
subject matter. Further, claim.s 10 and 25 define patentable subject matter at least for reasons 
Similar to claim L 

Applicant submits that the dependent claims recite patentable subject matter at least for 
their various dependencies on claintis 1 and 10, as well as for the additional subject matter recited 
in such dependent claims, Claim 25 is added to recite further novel features of the invention. 

The applied art to JJarton fails to teach i)r suggest such claimed teaturcs. Withdrawal of 
the 35 U.S.C. §102 rejection is respectfully requested. 

TV. THE 35 U.S.C. ^103 REJECTION BASED ON BARTON 

In the Office Action, claim.s 23 and 24 arc rcjc^ned under 35 U.S.C. 103(a) sls being 
unpatentable over Barton. This rejection is respectftiJly traversed. 
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As stared in MPEP § 2143» lo establish a prima facie case of obviousness, three basic 
criteria must be nici. First, thtsre must he some suggestion or motivation, either in the references 
themselves or in the knowledge generally available to one of ordinary skill in the art, to modify 
the reference or to combine reference teachings. Second, there must be a reasonable expectation 
of success. Finally, the prior art reference (or references when combined) must leach or suggest 
all the claim limitations. The teaching or suggestion to make the claimed combination and the 
reasonable expectation of success must both be found in the prior ait, not in applicant's 
disclosurc. In re Vacck , 947 F.2d 488, 20 USPQ2d 1438 (Fed. Cir, 1991). 

With reference tt) claims 23 and 24, the Office Action alleges that Barton teaches various 
features, as is set out in the Office Action, However, the Office Action reflects that Barton does 
not cxprcs^siy disclosc that the occurrence index is based cm the total number of agents or 
employees affected by non-compiiancc or the Lola! number of policies in force. 

In an attempt to address such deficiency, the Office Action sets out that Barton discloses 
an oc4:urrcncc value that is indicated in the system and represents the likelihood of occurrence 
and the frequency of non-compliance. The Office Action then a.s.serts it Is old and well known in 
the art that employees and the number of policies are factors that cause occurrences of non- 
compliance. The Office Action then concludes therefc^re* it would have been obvicjus to one of 
ordinary skill in the ait at the time of the invention to consider employees affected by non- 
compliance and the total number of policies in force in the occurrence index of Barton in order to 
more cftlciently determine the potential for failure concerning the business by taking into 
account iht areas in which non-compliance events may occur. Applicant respectfully disagrees. 
As detailed above and asseited by Examiner, Barion is concerned widi the likelihood of 
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occurrence, (emphasis added). Additionally, the modification as proposed by Exaniiner is 
concerned with more efficiently determining the potential for failure. However, as detailed 
above in the discussion of claim 1 , claims 23 and 24 take into account the potential consequences 
of when non-compliance occurs and fuither limits claim I by inking into account the number of 
agents or employees affected by non-compliance (claim 23) and the total number of policies in 
force (claim 24) a.s factors in determining the potential consequences of non-compliance. 
Therefore* Applicant respectfully submits that even if such moditlcaiion as proposed by 
Examiner were obvious, which is not admitted, such modification of Barton would fail to address 
the dencicncics of Barton as set forth above. 

Accordingly, Applicant subrniLs that claims 23 and 24 are allowable based on their 
dependency on claim I , as well as for the further features claims 23 and 24 recite. Withdrawal 
of the rejection under 35 U.S.C. §103 is requested. 

V. CONCLUSION 

In view of the foregoing, it is respectfully submitted thai the pre.sent application is in 
condition for allowance, and an early indication of the .same is courteously solicited. The 
Examiner i.s respectfully requested to coiitacL the undersigned by telephone at the below listed 
telephone number, in order to expedite resolution of any issues and to expedite passage of the 
pnjscnt application to issue, if any comments, questions, or suggestions ari.se in connection with 
the present application. 

To the extent necessary^ a pcriiion for an extension of time under 37 CFR § 1.136 is 
hereby made. 
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Please charge aiiy shortage in fees due in connection witli the filing of this paper, 
including cxlen.siun ol'linie fees, to Deposit Account No. 50-0206, and please credit any excess 
lees lo Ihc same deposit account.. 

RcspeclTully submined. 



Hutiton & Williams T J.P 



JRM/ms 




Hunlon & Williams LLP 
l900KSti«et.N.W. 
Washington, D.C. 20006-1 109 
Telephone: (202) 955-1500 
Facsianilc: (202) 778-2201 

Date: March 2, 2007 
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